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DETAILED ACTION 



Response to Amendment 

1 . Amendments to the specification and claim 1 , filed on September 13, 2006, have 
been entered in the above-identified application. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Request for Continued Examination 

3. A Request for Continued Examination (RCE) under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office 
action has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 
September 13, 2006 has been entered. An action on the RCE follows. 

Claim Objections 

4. Claim 2 is objected to because of the following informalities: the present claim 2 
has a left over underscore mark between the word "a" and "content" on line 2. The 
Examiner notes that this is an obvious typographical error, so no notice of non- 
compliance has been sent. Appropriate correction is required. 
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Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 1 - 4 and 8 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The limitation that the lower magnetic layer 
has a thickness of at least three times greater than the thickness of the upper magnetic 
layer does not appear to have explicit support in the specification. While applicants may 
have support for the lower magnetic layer having a thickness of 2.5 |^m while the upper 
magnetic layer has a thickness of 0.5 (im (i.e. the data shown in Table 5), the Examiner 
notes that the scope covered by the present claim language is significantly different 
than what is shown in Table 5. Applicants are invited to explicitly point out in the 
specification where it recites that the thickness of the lower magnetic layer should be 
thicker than that of the upper magnetic layer, as well as where the magnitude "at least 
three time" is explicitly stated. The data in Table 5 appears to only support an 
embodiment wherein the thickness of the upper is 0.5 urn and the thickness of the lower 
is 2.5 ^im. The Examiner would consider allowing the language "the lower magnetic 
layer having a thickness of five times greater than the upper magnetic layer" based on 
the data in Table 5, but would recommend positively amending the specification to also 
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recite such a number if Applicants choose to amend the claims to recite "five times 
greater" (note: not at least five times greater, which is still new matter barring a showing 
of explicit support for the language at least ). 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 recites the limitation "lower" and "upper" in the last 2 lines. There is 
insufficient antecedent basis for this limitation in the claim. For the purposes of 
evaluating the prior art, the Examiner has interpreted "lower" to be "first" and "upper" to 
be "second". 

Claim Rejections - 35 USC § 103 

9. Claims 1 - 4 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hashimoto et al. (U.S. Patent No. 6,045,901) in view of Murayama et al. (U.S. 
Patent App. No. 2003/0152806 A1). 

Regarding claim 1, Hashimoto et al. disclose a magnetic recording medium 
(Title) comprising a non-magnetic supporter, a lower (i.e. applicants' "first") magnetic 
layer formed above said non-magnetic supporter and formed from a magnetic paint 
having a first ferromagnetic material (col. 3, lines 28 - 37; col. 6, line 65 bridging col. 7, 
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line 15), and an upper (i.e. applicants' "second") magnetic layer formed above said first 
magnetic layer and formed from a magnetic paint having a second ferromagnetic 
material (col. 3, lines 28 - 37; col. 5, lines 22 - 50; and examples), wherein the first 
magnetic layer and the second magnetic layer include polyester polyol having an 
alicyclic framework {col. 3, line 46 bridging col. 4, line 47 and examples) and a 
polyurethane resin composed of a diisocyanate (ibid), wherein a concentration of a 
urethane group in the polyurethane resin ranges from 0.5 mmol/g to 3.0 mmol/g (col. 5, 
lines 10 - 14). 

Hashimoto et al. fail to disclose controlling the thickness of the lower magnetic 
layer to have a thickness meeting the claimed limitations. 

However, Murayama et al. teach a substantially identical structure to Hashimoto 
et al. (Abstract and Paragraphs 0006 - 0013 and 0020 - 0023) wherein when the 
magnetic layer comprises multiple magnetic layers, the upper magnetic layer is much 
thinner than the total magnetic layer thickness (i.e. if only 2 magnetic layers, then the 
upper magnetic layer would be much thinner than the lower magnetic layer) 
(Paragraphs 0065 - 0071). 

While Murayama et al. teach ranges in thickness for the two layers that lead to 
overlapping relative thickness values with the present claim limitations, the Examiner 
acknowledges that Murayama et al. fail to explicitly teach controlling the thickness 
values to meet the claimed relative magnitude limitations. However, Murayama et al. 
does teach that the thickness values of the multiple magnetic layers can be varied to 
effect the smoothness and mechanical strength (as well as impacting the magnetic 
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properties) in a multi-layered magnetic recording medium (Paragraphs 0065 - 0071). 
Therefore, the Examiner deems that it would have been obvious to one having ordinary 
skill in the art to optimize the relative thickness values of the multiple magnetic layers to 
meet applicants' claimed relative thickness limitations through routine experimentation. 
In re Boesch, 205 USPQ 215 (CCPA 1980); In re Geisler, 1 16 F. 3d 1465, 43 USPQ2d 
1362, 1365 (Fed. Cir. 1997); In re Alter, 220 F.2d, 454, 456, 105 USPQ 233, 235 (CCPA 
1955). 

Regarding claims 2 and 8, Hashimoto et al. teach that the upper and lower 
magnetic layers comprise a powder and can be formed in mixing ratios meeting 
applicants' claimed limitations (col. 5, line 18 bridging col. 7, line 14). 

Regarding claims 3 and 4, Hashimoto et al. disclose additives meeting the 
claimed limitations (examples). 

10. Claims 1-4 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Murayama et al. (U.S. Patent No. 6,010,773) in view of Hashimoto et al. ('901) and 
Murayama et al. ('806 A1 ). 

Regarding claim 1 , Murayama et al. (773) disclose a magnetic recording medium 
(Title) comprising a non-magnetic supporter, a lower (i.e. applicants' "first") magnetic 
layer formed above said non-magnetic supporter and formed from a magnetic paint 
having a first ferromagnetic material (col. 2, line 59 bridging col. 3, line 16; col. 9, line 7 
bridging col. 10, line 27), and an upper (i.e. applicants' "second") magnetic layer formed 
above said first magnetic layer and formed from a magnetic paint having a second 
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ferromagnetic material (co/. 2, lines 59 bridging col. 3, line 16; col. 8, lines 33 - 61; and 
examples), wherein the first magnetic layer and the second magnetic layer include 
polyester polyol having an alicyclic framework (col.4, line 46 bridging col. 7, line 59 and 
examples) and a polyurethane resin composed of a diisocyanate (ibid) 

Murayama et al. (773) fail to disclose wherein a concentration of a urethane 
group in the binder resins ranges from 0.5 mmol/g to 3.0 mmol/g. 

However, Hashimoto et al. teach controlling the urethane concentration in a 
urethane binder for magnetic recording media to amounts meeting applicants' claimed 
range inorderto insure adequate mechanical strength and dispersion ability (col. 5, lines 
10-14). 

It would, therefore, have been obvious to one of ordinary skill in the art at the 
time of the applicants' invention to modify the device of Murayama et al. (773) to use a 
urethane concentration meeting applicants' claimed limitations as taught by Hashimoto 
et al. inorderto insure adequate mechanical strength and dispersion ability. 

Neither Murayama et al. (773) or Hashimoto et al. disclose controlling the 
thickness of the lower magnetic layer to have a thickness meeting the claimed 
limitations. 

However, Murayama et al. ('806 A1) teach a substantially identical structure to 
Hashimoto et al. (Abstract and Paragraphs 0006 - 0013 and 0020 - 0023) wherein 
when the magnetic layer comprises multiple magnetic layers, the upper magnetic layer 
is much thinner than the total magnetic layer thickness (i.e. if only 2 magnetic layers, 
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then the upper magnetic layer would be much thinner than the lower magnetic layer) 
(Paragraphs 0065 - 0071). 

While Murayama et al. ('806 A1 ) teach ranges in thickness for the two layers that 
lead to overlapping relative thickness values with the present claim limitations, the 
Examiner acknowledges that Murayama et al. ('806 A1 ) fail to explicitly teach controlling 
the thickness values to meet the claimed relative magnitude limitations. However, 
Murayama et al. ('806 A1 ) does teach that the thickness values of the multiple magnetic 
layers can be varied to effect the smoothness and mechanical strength (as well as 
impacting the magnetic properties) in a multi-layered magnetic recording medium 
{Paragraphs 0065 - 0071). Therefore, the Examiner deems that it would have been 
obvious to one having ordinary skill in the art to optimize the relative thickness values of 
the multiple magnetic layers to meet applicants' claimed relative thickness limitations 
through routine experimentation. In re Boesch, 205 USPQ 215 (CCPA 1980); In re 
Geisler, 116 F. 3d 1465, 43 USPQ2d 1362, 1365 (Fed. Cir. 1997); In re Alter, 220 F.2d, 
454, 456, 105 USPQ 233, 235 (CCPA 1955). 

Regarding claims 2 and 8, Murayama et al. (773) teach that the upper and lower 
magnetic layers comprise a powder and can be formed in mixing ratios meeting 
applicants' claimed limitations (col. 8, line 28 bridging col. 10, line 34). 

Regarding claims 3 and 4, Murayama et al. ('773) disclose additives meeting the 
claimed limitations (examples). 



Application/Control Number: 10/714,021 
Art Unit: 1773 



Page 9 



Response to Arguments 



11. The rejection of claims 1-4 and 8 under 35 U.S.C § 103(a) - Various 
references 

Applicant(s) arguments have been considered but are moot in view of the new 
ground(s) of rejection. 



12. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Kevin M. Bernatz whose telephone number is (571) 
272-1505. The Examiner can normally be reached on M-F, 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the Examinees 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



KMB 

January 16, 2007 




Kevin M. Bernatz, PhD. 
Primary Examiner 



